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DETAILED ACTION 

1. Claims 1-49 have been examined. Application 09/751,801 (SYSTEM AND 
METHOD FOR TARGETED ADVERTISING) has a filing date 12/29/2000. 

Response to Amendment 

2. In response to Non final rejection dated 07/29/04, the Applicant amended claims 
10, 14, 33 and added new claims 38-49. Applicant amendment overcame the Section 
112 rejection of claim 10. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under -this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under 
section 122(b), by another filed in the United States before the invention by the 
applicant for patent or (2) a patent granted on an application for patent by 
another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application 
filed in the United States only if the international application designated the 
United States and was published under Article 21(2) of such treaty in the English 
language. 

Claims 1-5, 7, 8, 10-16, 18-22, 24-43 and 45-47 are rejected under 35 
U.S.C. 102(e) as being anticipated by Dowling et al (U.S. 6,522,875). 
As per claim 1 , Dowling teaches: 

A method for broadcast advertising to a mobile communication device, 
comprising the steps of: 
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storing acceptance data in the connmunication device (see column 9, line 40 - 
column 10, line 40); 

receiving by the communication device a broadcast advertisement containing 
advertisement data and comparing the advertisement data to the acceptance data to 
obtain a comparison result (see column 9, line 40 - column 10, line 40), 

As per claim 2, Dowling teaches: 

The method of claim 1, wherein the broadcast advertisement is received by the 
communication device through a wireless communication channel (see column 8, lines 
25-45). 

As per claim 3, Dowling teaches: 

The method of claim 2, wherein the broadcast advertisement is received by the 
communication device through one of: a radio transmission, a television transmission, a 
Bluetooth signal, and an infrared signal (see column 8, lines 25-35), 

As per claim 4, Dowling teaches: 

The method of claim 1, wherein the broadcast advertisement is received by the 
communication device from one of a billboard and a storefront (see column 10, lines 10- 
40; column 12, lines 60-67). 

As per claim 5, Dowling teaches: 

The method of claim 1, wherein the acceptance data comprises preferences for 
accepting broadcast advertisements specified by a user of the communication device 
(see column 9, line 40 - column 10, line 39). 

As per claim 7, Dowling teaches: 
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The method of claim 1, further comprising the step of displaying the broadcast 
advertisement on the communication device based on the comparison result (see 
column 9, line 40 - column 10, line 40). 

As per claim 8, Dowling teaches: 

The method of claim 1, further comprising the step of storing the broadcast 
advertisement on the communication device based on the comparison result (see 
column 10, lines 10-40; column 12, lines 24-31). 

As per claim 10, Dowling teaches: 

The method of claim 1, further comprising the step of outputting a notification 
signal to a user of the communication ofewce if comparison of the advertisement data to 
the acceptance data is accepted (see column 1 1 , lines 25-54). 

As per claim 11, Dowling teaches: 

The method of claim 1, further comprising the step of sending an indicator signal 
to a source of the broadcast advertisement, wherein the indicator signal notifies the 
source that the communication device is within a broadcast range of the broadcast 
advertisement (see column 1 1 , lines 25-40), 

As per claim 12, Dowling teaches: 

The method of claim 1 , further comprising the step of communicating through the 
communication device with a wireless positioning system (see column 11, lines 25-40). 
As per claim 13, Dowling teaches: 

The method of claim 12, wherein the wireless positioning system is GPS (see 
column 1 1 , lines 25-40), 
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Claim 14 contains the same limitations as claims 1 and 5 therefore the same 
rejection is applied. 

Claim 15 contains the same limitation as claim 1 1 therefore the same rejection is 
applied. 

Claim 16 contains the same limitation as claim 2 therefore the same rejection is 
applied. 

Claim 18 contains the same limitation as claim 7 therefore the same rejection is 
applied. 

Claim 19 contains the same limitation as claim 1 therefore the same rejection is 
applied. 

Claim 20 contains the same limitation as claim 2 therefore the same rejection is 
applied. 

Claim 21 contains the same limitation as claim 3 therefore the same rejection is 
applied. 

Claim 22 contains the same limitation as claim 5 therefore the same rejection is 
applied. 

Claim 24 contains the same limitation as claims 1 and 7 therefore the same 
rejection is applied. 

Claim 25 contains the same limitation as claim 8 therefore the same rejection is 
applied. 

Claim 26 contains the same limitation as claim 12 therefore the same rejection is 
applied. 
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Claim 27 contains the same limitation as claim 13 therefore the same rejection is 
applied. 

Claim 28 contains the same limitation as claim 1 therefore the same rejection is 
applied. 

Claim 29 contains the same limitation as claim 1 1 therefore the same rejection is 
applied. 

Claim 30 contains the same limitation as claim 2 therefore the same rejection is 
applied. 

Claim 31 contains the same limitation as claim 5 therefore the same rejection is 
applied. 

Claim 32 contains the same limitation as claim 2 therefore the same rejection is 
applied. 

Claim 33 contains the same limitation as claims 1, 5 and 7 therefore the same 
rejection is applied. 

Claim 34 contains the same limitation as claim 1 1 therefore the same rejection is 
applied. 

Claim 35 contains the same limitation as claim 2 therefore the same rejection is 
applied. 

Claim 36 contains the same limitation as claim 5 therefore the same rejection is 
applied. 

Claim 37 contains the same limitation as claim 12 therefore the same rejection is 
applied. 
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As per claim 38, Dowling teaches: 

The method of claim 1, wherein the advertisement data of the broadcast 
advertisement is capable of generating a display of an advertisement on the 
communication device (see column 4, lines 45-62). 

As per claim 39, Dowling teaches: 

The method of claim 1, wherein the advertisement data of the broadcast 
advertisement is capable of generating a display of an advertisement on the 
communication device without the communication device receiving additional data (see 
column 9, lines 55-65). 

As per claim 40, Dowling teaches: 

The method of claim 1, further comprising the step of displaying an 
advertisement on the communication device generated from the advertisement data if 
the comparison result indicates that the broadcast advertisement meets the acceptance 
data (see column 9, lines 40-65). 

As per claim 41 , Dowling teaches: 

The method of claim 40, further comprising the step of rejecting the broadcast 
advertisement for display on the communication device if the comparison result 
indicates that the broadcast advertisement does not meet the acceptance data (see 
column 9, lines 40-65). 

As per claim 42, Dowling teaches: 
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The method of claim 1, wherein the advertisement data includes at least one of: 
a company name, a brand name, information about a product, information about a 
service, price information, and a deadline for a special offer (see column 4, lines 20-30). 

As per claim 43, Dowling teaches: 

The method of claim 1, wherein the acceptance data includes at least one of: a 
company name, a brand name, product information, service information, price 
information, and a deadline for a special offer (see column 4, lines 20-30). 

As per claim 45, Dowling teaches: 

The method of claim 1, wherein the step of storing the acceptance data on the 
communication device comprises manually entering the acceptance data on the 
communication device by the user (see column 17, lines 45-60). 

As per claim 46, Dowling teaches: 

The method of claim 1, wherein the step of storing the acceptance data on the 
communication device comprises selecting by the user the acceptance data from a 
predetermined list of acceptance data on the communication device (see column 10, 
lines 59-61). 

As per claim 47, Dowling teaches: 

The method of claim 1, wherein the step of storing the acceptance data on the 
communication device comprises selecting by the user acceptance data from a 
template of acceptance data on the communication device (see column 10, lines 55-61; 
column 11, lines 25-54). 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

Claims 6, 9, 17, 23, 48 and 49 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Dowling et al (U.S. 6,522,875) in view of Huang et al (U.S. 
6,571 ,245). 

As per claim 6, Dowling teaches the method of claim 1, but fails to teach further 
comprising the step of modifying the acceptance data by integrating entries from a 
personal information manager. Huang teaches a web page personal information 
manager which interface with personal digital assistance computers (see figure 10; 
column 13, lines 15-39). Therefore, it would have been obvious to a person ordinary 
skill in the art at the time the application was made, to know that users of the Dowling 
system would use a personal information manager to input data, as taught by Huang, 
which would interface with the personal digital assistance taught by Dowling (see 
column 7, lines 23-26). The personal information manager would give users a more 
friendly display to input data and manage files. 

As per claim 9, Dowling teaches the method of claim 8, but fails to teach further 
comprising the steps of: reading deletion data in a stored advertisement, wherein the 
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deletion data indicates criteria for deleting the stored advertisement; and deleting the 
stored advertisement from the communication device based on the deletion data. 
Huang teaches a web page personal information manager which interface with personal 
digital assistance computers and which allows to save and delete files in a similar 
manner as a desktop computer (see figure 10; column 8, lines 63-67; column 13, lines 
15-39). Therefore, it would have been obvious to a person ordinary skill in the art at the 
time the application was made, to know that users of the Dowling system would use a 
personal information manager to input data and delete files, as taught by Huang, which 
would interface with the personal digital assistance taught by Dowling (see column 7, 
lines 23-26). The personal information manager would give users a more friendly 
display to input data and manage files. 

Claim 17 contains the same limitation as claim 6 therefore the same rejection is 
applied. 

Claim 23 contains the same limitation as claim 6 therefore the same rejection is 
applied. 

As per claim 48, Dowling teaches: 

The method of claim 1 , but fails to teach further comprising the step of: 
creating acceptance data from data from a personal information manager. 
However, the same rejection applied to claim 6 is applied to claim 48. 
As per claim 49, Dowling and Huang teach: 

The method of claim 48, wherein the data from the personal information, 
manager includes an event, and the acceptance data created from the data from the 
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personal information manager regarding the event causes acceptance of broadcast 
advertisements related to the event (see Dowling column 11, lines 1-54; column 14, 
lines 57-67). 

Claim 44 is rejected under 35 U.S.C. 103(a) as being unpatentable over Dowling 
et al (U.S. 6,522,875) in view of McAuliffe et al (U.S. 5,838,790). 
As per claim 44, Dowling teaches: 

The method of claim 1 , but fails to teach wherein the broadcast advertisement 
Includes an expiration date upon which the broadcast advertisement is purged from the 
communication device. However, McAuliffe teaches a system where ads are purged 
from the communication device upon detecting that the ad had expired (see figure 5). 
Therefore, it would have been obvious to a person of ordinary skill in the art at the time 
the application was made, to know that Dowling would delete the ads from the mobile 
unit upon detecting that the ads had expired, as taught by McAuliffe. This feature would 
ensure that the user's mobile unit displays current and updated ads. 

Response to Arguments 
5. Applicant's arguments filed 10/29/04 have been fully considered but they are not 
persuasive. The Applicant argues that the broadcast packets of Dowling do not include 
advertisement data. The Examiner answers that Dowling teaches "A geographical web 
browser has an added advantage of providing a new means for advertising locally 
available items such as products and services. The user interested in a certain product 
or service logs into a geographically controlled web site and configures the packet filter 
to display information related to a user's needs. In one example the mobile unit 105 
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enters a new city and the user is interested in finding a mall with a particular clothing 
store within. As the user drives along, a web page comes up and provides directions to 
the shopping mall and also optionally provides an inside map of the mall to include 
directions to the desired store. This form of advertising helps both the consumer and the 
storeowners". Also, "For example, a filter is preferably employed to cause the network 
connection to only be activated when the mobile unit enters a locality associated with a 
web site of interest. For example, a hungry user entering a new city is interested in 
seeing web pages for local restaurants. Based upon the GPS position indication a list of 
restaurants in surrounding localities is downloaded into the memory of the mobile unit. 
When the GPS receiver indicates the mobile unit is in a designated locality, web pages 
of those restaurants in the local area are downloaded or retrieved from memory and 
displayed" (see column 4, lines 55-62). Therefore, Dowling teaches broadcast packets 
that includes advertisement data. 

The Applicant argues that the Dowling system is very vague about the contents 
or makeup of the broadcast-data packet and does not indicate that the packet includes 
advertisement data. The Examiner answers that Applicant's claim 1 is also very broad 
as it recites "storing acceptance data in the communication device; receiving by the 
communication device a broadcast advertisement containing advertisement data; and 
comparing the advertisement data to the acceptance data to obtain a comparison 
result". Dowling teaches a system where users create packet filters that selectively 
passes advertisements' broadcast packets deemed to be of interest to the users (see 
column 9, lines 55-65). Therefore, when given their broadest reasonable interpretation, 
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the claims on examination sweep in the prior art, and the prior art, which is Dowling 
would have directed an artisan of ordinary skill to make the rejection cited by the 
examiner. 

Conclusion 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 ,1 36(a), 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL LASTRA whose telephone number is 703-306- 
5933. The examiner can normally be reached on 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, ERIC W STAMBER can be reached on 703-305-8469. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infornnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 
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01/01/05 



